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DETAILED ACTION 

1. This is in response to the Amendments filed on 5/14/2004. Claims 29-52 and 
new claims 53-55 are presented for examination. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
intemational application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

3. Claims 29-31, 36-43, 46-51 and 53-55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Tosey et al., US pat. No.6,392,990. 

As to claims 29 and 53, Tosey discloses a method for determining the correct Internet 
Protocol (IP) address for network-connected devices, comprising: 

receiving fi-om a target device (network computing devices 21 of fig.2, 31 and 
32 of fig.3) on the network a request to be assigned an IP address, the request 



Application/Control Number: 09/614.489 Page 3 

Art Unit: 2151 

including a Media .Access Control (MAC) address associated with the target device 
(see figs. 2, 3, col.5 lines 4-44 and col.6 lines 6-55). 

issuing a query to one or more managed Ethernet switches (hub 33 fig.3 for 
connecting network computing device can assume the Ethemet port of the network 
peer device is in operation, see col.7 lines 6-33) on the network, each switch having a 
number of ports (ports of hub), where each query specifies the MAC address, requests 
that the queried managed Ethemet switch report the number of any port on which was 
received data sent by a device having the specified MAC address and receiving 
replies to one or more of the queries (using an Internet Control Message Protocol Test 
to delivery control messages fi"om the computing devices, see col.6 lines 25-65). 

in response to determining that one of the queried managed Ethemet switches 
and a port number reported by that switch corresponds to a single known IP address, 
assigning that known IP address to the target device (determining whether a 
computing device response or not, assigning an IP address to the network interface 
card corresponding to the computing device, see fig.4A, col.7 line 14 to col8 line 58). 

As to claim 30, Tosey discloses maintaining a database (using ARP cache as a table of 
MAC addresses and IP addresses in each of the computing device) listing one or more 
devices connected to a network, wherein each listed device has an entry that includes 
an IP address associated with the listed device, an identity of a managed Ethemet 
switch to which the listed device is associated, and a port number of the managed 
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network switch to which the listed device is associated (see col. 8 line 44 to col.9 line 
54). 

As to claim 31, Tosey discloses determining that one of the queried managed network 
switches and a port number (using network interface card) reported by that queried 
managed Ethernet switch corresponds to a known IP address includes matching the 
one of the queried managed Ethernet switches and the port number reported by that 
queried managed network switch to an entry in the database, thereby identifying the IP 
address in that entry to be the known IP address (updating ARP cache table, see coL8 
line 44 to col.9 line 54). 



As to claim 36, Tosey discloses sending messages to each device indicated by the one 
or more known IP addresses, so as to elicit a response from each of those devices 
currently in service, thereby identifying known IP addresses not in service by lack of 
response (when the computing device does not receive a response) and in response to 
determining that there is only a single known EP address not in service, assigning that 
known IP address to the target device (see col.7 line 14 to col.8 line 58). 

As to claim 37, Tosey discloses each message sent is an ICMP ECHO or PING 
request (see col.6 lines 46-65). 
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As to claims 38 and 39, Tosey discloses each message sent is a broadcast Address 
Resolution Protocol (ARP) request and a unicast Address Resolution Protocol (ARP) 
request (see col.7 line 34 to col.8 line 58). 



As to claim 40, Tosey discloses periodically polling devices connected to the network 
to determine whether the current status of each device is in service or not in service; 
and updating a database with the current status based on the polling (using the failure 
detection and recovery method in fig.4a, coL6 line 6 to col.7 line 55 and col.8 lines 6- 
58). 



As to claim 41, Tosey discloses consulting the database to identify known IP 
addresses riot in service, and in response to determining that there is only a single 
known IP address not in service (when the computing device does not receive a 
response) and assigning that known IP address to the target device (see col.7 line 14 to 
col.8 line 58). 



As to claims 42 and 43, Tosey discloses sending messages to each device, so as to 
elicit a response from each of those devices currently in service, thereby identifying 
known IP addresses not in service by lack of response (when the computing device 
does not receive a response) and sending a response to the target device for indicating 
to the target device that an IP address has been allocated (see col.7 line 14 to col.8 Une 
58 and col.9 lines 7-64). 
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As to claim 46, Tosey discloses a method for determining the correct Internet Protocol 
(IP) address for network-coimected devices, comprising: 

maintaining a database (ARP cache) listing one or more devices (network 
computing device 21 of fig.2, 31 and 32 of fig.3) connected to a network, wherein 
each Hsted device has an entry that includes an IP address associated with the listed 
device, an identity of a managed Ethemet switch (hub 33 fig.3 for connecting network 
computing device can assimie the Ethemet port of the network peer device is in 
operation, see col.7 lines 6-33) to which the listed device is associated, and a port 
number (port of hub) of the managed network switch to which the listed device is 
associated (see figs.2, 3, coL5 line 4 to col.6 line 55). 

receiving from a target device (31 of fig.3) on the network a request to 
be assigned an IP address, the request including a Media Access Control (MAC) 
address associated with the target device (see coL6 lines 6-55). 

identifying the MAC address included in the request and identifying 
managed Ethemet switches associated with devices connected to the network whose 
IP addresses are listed in the database, thereby identifying target managed Ethemet 
switches, each managed Ethemet switch having a number of ports and capable of 
reporting the port to which a device is attached in response to a find port query 
specifying that device's MAC address (see col.6 line 56 to col.7 line 34). 

issuing a query to each of the target managed Ethemet witches, where each 
query specifies the identified MAC address, and requests that the queried managed 
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network switch report the number of any port on which was received a message sent 
by a device having the identified MAC address (using an Internet Control Message 
Protocol Test to delivery control messages from the computing devices, see coL7 line 
35 to col.8 line 22). 

analyzing replies to each of the queries to determine if an entry in the database 
matches one of the queried managed Ethemet switches and the port number reported 
by that switch; and in response to only one entry matching, assigning the IP address of 
that entry to the target device (determining whether a computing device response or 
not, assigning an IP address to the network interface card corresponding to the 
computing device, see fig.4A, col.8 lines 23-58). 

As to claim 47, Tosey discloses determining that only one of the multiple possible IP 
addresses is not in service and assigning that one IP address to the target device 
(recognizing the new location of the mobile device and correctly routing the data 
packets to the second interface, see col.8 line 44 to col.9 line 55). 

Claim 48 is rejected for the same reasons set forth in claim 29. As to the added 
limitations, Tosey further discloses that in response to determining that one of the 
queried managed Ethemet switches and a port number reported by that switch 
corresponds to more than one known IP address, determining that only one of the 
known DP addresses is not in service, and assigning that one known IP address to the 
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target device (recognizing the new location of the mobile device and correctly routing 
the data packets to the second interface, see col.8 line 44 to col.9 line 55). 



Claims 49-51 are rejected for the same reasons set forth in claims 40-42 respectively. 

As to claims 54-55, Tosey discloses at least one of the managed network switches is 
connected to a hub having a number of hub ports and a plurality of devices coupled to 
the hub ports, at least one managed network switches reporting all MAC addresses and 
port assignments associated with the hubs and devices (see figs. 2, 3, coL5 lines 4-44 
and col.6 lines 6-55). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 32-35, 44, 45 and 52 are rejected under 35 U.S.C. 103(a) as being impatentable 
over Tosey et al., US pat. No.6,392,990. 

As to claims 32-35, Tosey discloses Intemet standard dociunent, assigned an IP 
address complies with the Protocol, the Dynamic Host Configuration Protocol 
(DHCP) and management protocol (see col.2 lines 1-46). It would have been obvious 
to one of the ordinary skill in the art at the time the invention was made to made these 
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protocol in comply with the Internet standard document RFC 1493 (or 952 or 1531 or 
1 593) in the computer system of Tosey to process documents on the Internet because 
it would have established a series of nxmibered Intemet informational docxmients and 
standards widely followed by commercial software and freeware in the Intemet and 
Unix communities. 

Claims 44 and 45 are rejected for the same reasons set forth in claims 33 and 34 
respectively. 

Claim 52 is rejected for the same reasons set forth in claim 48 (item 3 above). As to 
the added limitations, Tosey discloses Intemet standard docxmient, assigned an IP 
address complies with the Protocol, the Dynamic Host Configuration Protocol 
(DHCP) and management protocol (see col.2 lines 1-46). It would have been obvious 
to one of the ordinary skill in the art at the time the invention was made to made these 
protocol in comply with the Internet standard document RFC 1493 (or 952 or 1531 or 
1593) in the computer system of Tosey to process documents on the Intemet because 
it would have established a series of numbered Intemet informational documents and 
standards widely followed by commercial software and freeware in the Intemet and 
Unix commxmities. 
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Response to Arguments 

6. Applicant's arguments filed on 5/14/2004 have been fully considered but they are not 
persuasive. 

• Applicant asserts that the cited reference does not disclose "managed network 
switch". 

Examiner respectfully disagrees. Tosey (US. Pat No,6,392,990) discloses 
connecting network computing device can assume the Ethernet port of the network peer device is 
in operation (see col 7 lines 6-33) as rejected above, 

• Applicant asserts that the cited reference does not disclose "receiving 
fi-om a target device on the network a request to be assigned an IP 
address. 

Examiner point out that the Tosey reference discloses a method and system for 
establishing ah address list of peer computing devices on a subnet. In this particular 
case, Tosey discloses receiving from a target device (network computing devices 21 of 
fig 2, 31 and 32 of fig 3) on the network a request to be assigned an IP address 
(retesting the communication line from the network and the computing device and 
processing network IP address assignment, see figs, 2, 5, abstract, ol5 lines 4-44 and 
coL6 lines 6-55). 

Therefore, the examiner asserts that cited prior art teaches or suggests the subject matter 
broadly recited in independent claims 29, 46, 48, 52 and 53. Claims 30-45, 47, 49-51, 54 and 
55 are also rejected at least by virtue of their dependency on independent claims and by other 
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reasons set forth in the previous office action [mailed on 4/5/2004], Accordingly, claims 29-55 
are respectfully rejected. 

Other prior art cited 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Dowling, US pat. No.6,636,499, 

b. Golikeri et al, US pat. No.6,597,700. 

Conclusion 

8. Claims 29-55 are rejected. 

9. THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi"om the date of this 
final action. 
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1 0. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Khanh Dinh whose telephone number is (571) 272-3936. The examiner can 
normally be reached on Monday through Friday from 8:00 A.m. to 5:00 P.m. 

If attempts to reach the examiner by telephone are xmsuccessfiil, the examiner's 
supervisor, Zami Maung, can be reached on (571) 272-3939. The fax phone number for this 
group is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval IPAIRI system. Status information for pubhshed applications 
may be obtained from either Private PMR or Public PMR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Khanh Dinh 
Patent Examiner 
Art Unit 2151 
4/12/2005 




